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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, hov^ever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing dale of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)H Responsive to communication(s) filed on 10 June 2005 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 10-24 is/are pending in the application. 

4a) Of the above claim(s) 20-24 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 1EI Claim.(s) 10-19 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonri PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of "a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (Q. 
a)n All b)n Some * c)\J None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 3753 

DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of the species of Figure 2 in the reply filed on June 10, 
2005 is acknowledged. The traversal is on the ground(s) that independence and distinctness of 
the inventions has not been shown, the different species have not been shown to be mutually 
exclusive, and there would be no serious search and examination burden. This is not found 
persuasive because: 

1) MPEP 803 states, ''Under the statute an application may properly be required to be 
restricted to one of two or more claimed inventions only if they are able to support separate 
patentsandthey are either independent (MPEP §806.04- § 806.04(i)) or distinct (MPEP § 

806.05 - § 806. 05(i)). (tmphdisis added)" In this instance, the species are independent as defined 
in MPEP § 806.04, "(Q Where species under a genus are independent ..." 

MPEP § 809.02(a) outhning the content of an election requirement does not require and 
explanation of independence. 

MPEP § 816 in its entirety pertains to distinct inventions as demonstrated by the 
examples, not independent species. 

2) MPEP § 806.04(e) states, ''Claims may be restricted to a single disclosed embodiment 
(i.e., a single species, and thus be designated a specific species claim), or a claim may include 
two or more of the disclosed embodiments within the breadth and scope of definition (and thus 
be designated a generic or genus claim). Species are always the specifically different 
embodiments.'' and 
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MPEP § 806.04(f) states, "The general test as to when claims are restricted, respectively, 
to different species is the fact that one claim recites limitations which under the disclosure are 
found in a first species but not in a second, while a second claim recites limitations disclosed 
only for the second species and not the first." In this instance, applicant has already 
demonstrated by the election that certain claims are readable on the respective species. 

3) A search and examination on different species would be a serious burden on the 
Examiner, unless applicant states for the record the species are obvious variants of one another. 

The requirement is still deemed proper and is therefore made FINAL, 

Claims 20-24 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected species, there being no allowable generic or Hnking claim. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S. C, 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 10-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appUcant regards as 
the invention. 

Claim 10 recites the limitation ''said one refrigerant path" in lines 14-15. There is 
insufficient antecedent basis for this Umitation in the claim. The recitation has been read as "one 
of said refrigerant paths." 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35i(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

Claims 10 and 15 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Nishishita (6,397,938)(Figures 1-2). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1 1-13 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishishita in view of Sugawara et al. 

Nishishita discloses all the claimed limitations except a change in the cross-sectional flow 
area of a circulation space. 

Sugawara et al discloses a heat exchanger comprising a plurality of distribution parts 
including two overlapped plates 13, 23 defining paths 15, circulation spaces defined by openings 
22 connected at ends of the refrigerant paths decreasing in cross-sectional flow area in series for 
the purpose of providing uniform distribution of the fluid to improve heat exchange. 
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Since Nishishita and Sugawara et al are both from the same field of endeavor and/or 
analogous art, the purpose disclosed by Sugawara et al would have been recognized in the 

v. 

pertinent art of Nishishita. 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to employ in Nishishita openings decreasing in cross-sectional flow area 
in series for the purpose of providing uniform distribution of the fluid to improve heat exchange 
as recognized by Sugawara et al 

Allowable Subject Matter 

Claims 14 and 19 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. ] 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments with respect to claims have been considered but are moot in view 
of the new ground(s) of rejection. 

The comments from the Advisory action mailed March 11, 2005 are repeated below. 

In response to applicants' argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir, 
1992). In this case, the abstract of Sugawara et al clearly provides the motivation as similarly 
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stated in the previous Office action, "To make refrigerant to flow uniformly through the 
refrigerant passages of respective plates and improve heat exchanging performance by a 
method wherein plates, constituted so as to have inflow holes wherein each sectional area 
becomes successively smaller than the other plates, are provided between respective alternately 
laminated plates." 

Nishishita may teach away from the teachings of the secondary reference to the extent of 
manufacturability and economics. However, the modification as taught by Sugawara et al is 
tenable with respect to improving heat exchange. Therefore, one of ordinary skill in the art 
concerned with improved heat transfer would employ in Nishishita openings decreasing in cross- 
sectional flow area in series for the purpose of providing uniform distribution of the fluid to 
improve heat exchange as recognized by Sugawara et al. 

Conclusion 

Informatioii regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leonard R. Leo whose telephone number is (571) 272-4916. The 
examiner can normally be reached on Monday thru Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene Mancene can be reached on (571) 272-4930. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



(^Orw^ ^^^^ 



LEONARD R. LEO 
PRIMARY EXAMINER 
ART UNIT 3753 

June 25, 2005 



